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DETAILED ACTION 
Double Patenting 

1. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman 1 1 
F 3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887 225 
7oJ~? 645 (Fed - Cir 1985); ln re Van 0rnum ' 686 F -2d 937, 214 USPQ 761 (CCPA 

IS S (C'CPA 1 U 9 S 6 P 9? 61 9 <CCPA 1 9?0,: " 

A timely filed terminal disclaimer in compliance with 37 CFR 1 321(c) may be 

used to overcome an actual or provisional rejection based on a nonstatutory double 

patenting ground provided the conflicting application or patent is shown to be commonly 

owned with this application. See 37 CFR 1.130(b). 

Effective January 1 , 1 994, a registered attorney or agent of record may sign a 

3^ CFR 373(b) mer ' A t6rminal diSC ' aimer Signed ^ the assi '9 nee must ^ comply with 

1. Claims 1-3, 5-7, 12-13 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-7 of U.S. 
Patent No.6, 620,958. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the limitations of the present claims above 
overlap the limitations of the claims in the patent. Claim 1 can be compared to claim 6 
of the patent, except that an operating pressure range in added in the patent. Claim 1 , 
although is directed to the process of producing (e.g. the permeate product), is directed 
to the same process and further limit to specific polar and non-polar components, 
however the membrane separation of polar and non-polar are present in the claim of the 
patent). Claims 2-3 correspond to claims 2-3 of the patent, claims. Claim 5 is a 
combination of claims 1 and 2 of the patent, claim 12 and 1 3 correspond to claims 4 and 
5 of the patent. 
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Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

3. Claims 1, 2, 8, 9, 10, 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated 
by McGlothlin et al (6,075,073)(hereinafter '073). Reference '073 discloses the 
separation of lower polarity from another having varying polarity or higher polarity, and 
permeating the lower polarity component through the membrane, e.g. aliphatic 
hydrocarbon separation from water impurities (where the non-polar or low polarity fluid 

is the hydrocarbon), and the polarfluid in the mixture is water (abstract, column 1, lines 
10-25, column 2, lines 28-37, and last paragraph bridging with column 3, lines 1-6). The 
hydrocarbon solvents are selected from pentane, pentene, hexane cyclohexane and 
cyclopentene (non-polar). The membrane, as claimed in claims 1 and 1 1, including the 
properties claimed, e.g. non-polar polymeric membranes are also disclosed in reference 
'073 (column 3, lines 22-45). 

As to claim 2, eluting the permeate, e.g. by a sweep gas, or by an extracting solvent, is 
also disclosed (column 3, lines 1 1-20, and column 4, lines 30-40). Regarding claims 8 
and 9, composite membranes having a support and layer (s) of the polymer are 
disclosed in reference '073 (column 5, second paragraph, column 3, lines 35-45). 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

Si? Pate !! ma ^ n o 0t ] )e u 0btained though the inventi °n "s not identically disclosed or described as set 
forth in section 102 of th.s title, if the differences between the subject matter sought to be DatentedTnd 
he prior art are such that the subject matter as a whole would have been obSus at the tff? * 

PateSiiJS n °h a T°r h H a H h ordinar V ski » in art to which said subject matter pertains. 
Patentabilrty shall not be negatived by the manner in which the invention was made. 

5. Claims 6, 7, rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
McGlothlin et al (6,075,073)(hereinafter '073) applied to claim 1 , above. Reference '073 
does not clearly disclose using multiple membranes is series. Reference '073, 
discussed above, and claimed in the above claims, a diversity of membranes made 
from different materials and having distinct selectivity are suggested for the process. It 
would have been obvious to one skilled in the art at the time the invention was made to 
use secondary membranes connected to the fist membrane for further purification of the 
permeate, e.g. removal of remaining impurities in the solvent. Regarding claim 7, 
combining membranes from the list provided by '073, e.g. neoprene, and styrene- 
butadiene, which inherently provide different degree of selectivity, and which are 
suggested in '073 (column 3, lines 24 and 29), it would have been also obvious to one 
skilled in the art fro the particular separation. 

6. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
McGlothlin et al (6,075, 073)(hereinafter '073) and further in view of Datta et al 
(5723639)(hereinafter '639). The membrane as an integral part of a membrane reactor 
is not disclosed in reference '073. Reference '639 teaches providing a pervaporation 
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membrane, made of styrene or their copolymers integrally connected to a reactor 
producing the components to be separated by the membrane (Figure 1, elements 14 
and 20, column 6, lines 60-68 and column 7, lines 1-2 and 26-30). Since the system in 
reference '639 contains membrane suitable for the separation process of '073, e.g. non- 
porous rubber membrane, and styrene copolymer membranes, it would have been 
obvious to one skilled in the art to arrange a system for the process of '073, containing 
the rector or container producing the components to be separated, integral with the 
membrane, as suggested in '639. o use the apparatus of '639 in the separation of polar 
and nOn-polar fluids, under the conditions disclosed in '073, for the same type of 
membrane. 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Reference 4,846,977 discloses a list of polar and non-polar 
fluids and its separation by membranes, reference 4,963,165, also teaches separation 
of polar and non-polar fluids by composite membranes, 5,928,409 teach the membrane 
and its use. 

8. Claims 14-18 have been canceled as requested on paper filed on 7/09/03. 

9- Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ana M Fortuna whose telephone number is (571 ) 272- 
1 141 . The examiner can normally be reached on 9:30-6:00 M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wanda L. Walker can be reached on (571 ) 272-1 1 51 . The fax phone 
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number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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